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DETAILED ACTION 

This is a non-Final Office Action in response to the present US Application 
10/635,371, filed 08/06/2003, which claims benefit of provisional US Application No. 
60/469,180, filed 05/09/2003. 

Claims 1-26 are presently under examination and still pending in the Application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

Claims 1-26 are rejected under 35 U.S.C. 112, first paragraph, as failing to 

comply with the enablement requirement. The claim(s) contains subject matter which 

was not described in the specification in such a way as to enable one skilled in the art to 

which it pertains, or with which it is most nearly connected, to make and/or use the 

invention. 

The specification lacks enablement with respect to the claimed limitation "hot 
signal" recited in the independent claims 1, 9 and 18. Even though, the definition of a 
"hot signal" is well known in the art, which may imply an active or live signal while the 
main power is still on, in this case the specification fails to adequately describe the 
definition of the hot signal as applied to the claimed invention. 
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Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). In this case, the term "hot signal" in the claims is used to mean "a signal 
during test", while the accepted meaning is "an active or live signal while the main 
power is still on." The term is indefinite because the specification does not clearly 
redefine the term. Therefore, for purpose of examination, the "hot signal" is given a 
broad interpretation to mean a signal generated from a unit under test, when power is 
still on. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 10 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 10 and 19 recite the limitation "wherein the N one-hot signals are 
operable to be encoded on an observability bus coupled to a general purpose 
performance counter", which renders the claims indefinite, because it is not clear where 
the encoding operation of the hot signals takes place. In interpreting the claims, the 
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Examiner assumes that the encoding of the hot signals takes place prior to being 
loaded on the observability bus. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1-26 are rejected under 35 U.S.C. 102(b) as being anticipated by Ohsawa 
(US 5,644,578) issued: July 1, 1997. 

Regarding Claims 1, 8, 9, 14, 16, 18, Ohsawa discloses an apparatus and 
method for a failure memory device for storing failure data in a failure memory in a form 
of compressed data and can use the data read out from the failure memory as a mask 
pattern for masking a logical comparison result, Fig. 3, comprising: 

An OR logic block comprising a logical comparison circuit 15 having four 
exclusive-OR circuits and a (mask circuit 16) for selectively masking data output from 
the logical comparison circuit 15 with the mask pattern stored in the register block 
(failure memory 17), where mask circuit 16 generates an N-bit output (four bit data), as 
shown in Fig. 3. 

A Multiplexer (MUX) block comprising an OR circuit 18 and a multiplexer 19 for 
selecting the "Ored" output, which is stored in the register block (failure memory 17). 
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Regarding Claims 2, 11, 20, Ohsawa discloses the OR logic block comprising a 
logical comparison circuit 15 having four exclusive-OR circuits and a (mask circuit 16) 
having four AND gates. 

Regarding Claims 3-7, 12,13, 15, 21-25, Ohsawa discloses a Multiplexer (MUX) 
block comprising an OR circuit 18 and a multiplexer 19 for selecting the "Ored" output, 
which is stored in the register block (failure memory 17). 

Regarding Claims 17, 26, Ohsawa discloses the mask circuit 16, which 
generates an N-bit output (four bit data), as shown in Fig. 3. Furthermore, Ohsawa 
discloses a variable bit width memory used as the failure memory 17, which may 
accommodate any number of bits up to N=80. 

Regarding Claims 10,19, Ohsawa discloses, with respect to claimed limitation, 
"the N one-hot signals are operable to be encoded on an observability bus", and in view 
of the 112, second rejection, memory under test (MUT) 14, including encoded data 
written in all the cells of the memory under test based on the address data and the 
control signal, where the data read out from each cell on an output bus between the 
MUT and the logical comparison circuit 15 are encoded. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or.earlier communications from the 
examiner should be directed to JAMES C. KERVEROS whose telephone number is 
(571) 272-3824. The examiner can normally be reached on 9:00 AM TO 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques H. Louis-Jacques can be reached on 571) 272-4150. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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